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Patent Do’s and D’oh!

Bad things happen to good inventors who don’t know the patent process

BY STEVEN J. FRANK

B he process of getting a U.S.
patent goes something like this:
you work with your patent law-

yer or agent to prepare an appli-
cation that describes your in-
vention in exhaustive detail; the Patent
Office rejects all of your claims in curt,
dismissive terms; your counsel says not to
panic and, in most cases, persuades the
patent examiner to allow at least some
claims; and, finally, two or more years
after you first filed, agony gives way to
ecstasy and the beribboned patent deed
issues forth.

But legal traps along the way may de-
prive the unwary of some or even all patent
rights. Worse, you may not learn of a mis-
take until years later, after the patent has
issued, when some alert lawyer asks a few
innocent-sounding questions about a con-

ference paper you gave and shortly after
asks the court to invalidate your patent.

D'oh!

The most common mistakes fall into
three categories: those that threaten U.S.
rights, those affecting foreign rights, and
the effects of patent filings on trade secrets.

Spill the beans

Patent laws are designed as much to fos-
ter disclosure of good new ideas and to
safeguard the public as to protect inno-
vation. So you must file promptly.

Naturally, standards vary from country
to country. But if you haven't sought
patent protection and the public could
know of your invention through any
nonconfidential disclosure (a journal
paper, a conference presentation, or
maybe even a casual conversation), peo-
ple are entitled to assume that you are
not going to seek protection.

@ Stepping Through the Patent Process

If the Inventor starts by disclosing the invention
or selling it, he has a year to file for a patent
In the U.S., but can no longer patent the
Invention anywhere else in the world

Inventor has an Idea
or makes something

if the Inventor starts by filing
somewhere, he earns a one-year
"priority hold" for patent
applications filed elsewhere

Most countries outside the United
States take this policy so seriously that any
disclosure or sale prior to filing a patent
application is fatal; you worit receive a
patent or it can be overturned if chal-
lenged. That's one reason patent-savvy
companies go to such pains to begin the
patent process at the earliest possible stage.

The United States is more forgiving.
You have a year to file a patent application
after your first public disclosure or your
first offer to sell your invention. Note that
key difference: the one-year clock starts
ticking the moment you so much as hold
out your invention for sale, assuming it
was “ready for patenting” at the time. That
doesn't include licensing, however. You
can offer to license rights to your invention
without loss of patent rights; but if you (or
your licensee) publicly disclose or com-
mercially exploit it, you must file within
one year of either event [see figure below].

U.S. patent office
publishes patent
applications 18 months
after they're filed

About six months after publication,

U.S. patent office begins to
examine the application

Negotiations over patent claims between
the inventor and the patent examiner can
fast months or even years
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If deemed worthy, the patent
issues fwo or more years
after the application was filed
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Preserving a priority date

The day you file a patent application is your
“priority date,” and it can be crucial. If two
people invent the same thing at about the
same time, the one who wins the race to the
patent office may wind up with the patent.
In fact, outside the United States, the first
filer pretty much always comes out on top.

The Paris Convention for the Protec-
tion of Industrial Property, an interna-
tional treaty adopted by virtually all indus-
trialized nations, obligates every member
country to respect that filing date for one
year. Let’s say you file a patent application
in the United States on 2 January 2003. To
protect your patent elsewhere, you must
file counterpart applications in other
countries by 2 January 2004; they will be
treated then as if filed a year earlier. An-
other option is to file a Patent Coopera-
tion Treaty (PCT) application, a “place-
holder” that allows you to defer filing of
foreign counterparts for up to 19 months
while preserving the original priority date.

It's important to keep straight these two

somewhat contradictory grace periods. If
you only care about rights in the United
States, you can disclose or sell your inven-
tion to your heart's content; just fle your
patent application with the U.S. Patent &
Trademark Office (PTO) within a year of
when you start. If you want to preserve for-
eign rights pursuant to the Paris Conven-
tion, you canit disclose or sell anything until
you have filled somewhere, then you get a
year to file foreign counterparts.

Also note that while most U.S. appli-
cants take steps to preserve the option to file
elsewhere, some do not, for two reasons.
First, non-U.S. patents are expensive to
obtain, particularly if the application must
be translated into another language. Sec-
ond, an inventor may be content with the
huge U.5. market alone. Making, using, or
selling the invention in the United States is
covered, even if it is made for export.

1t's even possible to block foreign-made
goods covered by the patent from entering
the country. You do this by obtaining what
is called an exclusion order from the Inter-

national Trade Commission. So ifthe Unit-
ed States represents a big enough portion
of the worldwide market, or if activity over-
seas is off in the future, obtaining patents
elsewhere may not be such a hot idea.
Since 1995, U.S. patent applicants have
had another option: the provisional appli-
catior. Think of it as a foot in the door, as
it need not contain claims or have any par-
ticular organization or content. Within a
year from the provisional filing date,
though, you must file a more complete,
garden-variety (nonprovisional) patent
application. Applications in other coun-
tries must also be filed by the anniversary
of the provisional filing date. That is, the
one-year priority hold is measured from
the provisional filing date, not from the
filing date of the later patent application.
Timing here is crucial, because if the
invention was made in the United States,
you must also obtain something else—a
foreign-filing license from the PTO—
before you can file elsewhere. Cut it too
close to the anniversary date and there worlt
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dlose to the anniversary date and there worlt
be enough tirne 1o obtain that license. You
must then forgo filing abroad altogether or
file a PCT application with the PTO to pre-
serve rights outside U.S. borders.

Domestically, the provisional in theory
buys you the one-year grace period and also
triggers the one-year Paris Convention pri-
ority hold for foreign applications. But the
keyis “in theory.” Why? Because the provi-
sional is only as good as what it teaches
someone skilled in the art about making
your invention. Make a later patent dlaim
that istft supported by adequate teaching in
the provisional, and kiss the provisional's
priority date good-bye.

Unloved by lawyers

This is why patent lawyers hate provision-
als. Clients often assume they can make do
with a bare-bones provisional, and think
those lawyers are just playing salesman if
they advise doing the fully loaded conven-
tional application instead. But too often
provisionals offer a false sense of security.
To develop confidence in the sufficiency of
any patent application, a patent attorney
mmust learn about the invention, consider
possible technology workarounds, and sat-
isfy herself that the application teaches how
1o make and use everything the inventor
wants o cover. Anything less can fail.

Ordinarily, the PTO publishes patent
applications 18 months after they're filed.
At that point, you can no Jonger maintain
the invention as a trade secret. What's
more, the patent application is usually pub-
Jished before a patent examiner has gotten
around to reviewing it. And unless a patent
ultimately issues with claims mirroring
what your application teaches, the world
will have a free how-to manual and you
will have no protection.

Until recently, a patent application in
the United States wasnt published until
the day it issued. So, if you didrftlike the re-
sults of the examination, you could quietly
abandon the application, hold the invention
closely as a trade secret, and hope no one
would be any the wiser This practice set the
United States apart from the rest of the
world, where automatic publication after 18
months had long been the norm. To stan-
dardize patent practices, the United States
adopted automatic publication in 2000.

There is yet another wrinkle. As a nod

to historical practice, U.S. patent law still
permits the applicant to suppress publica-
tion, so long as she states an intention not
to file abroad (where publication would be
automatic). Rarely does anyone use this
option. The foreign-filing decision is usu-
ally deferred until the end of the priority-
hold period, whereas the request not to
publish must be made when the U.S. non-
provisional application is first fled.

With publication all but routine, how do

you protect against giving the world free
access to your invention?® Maybe by not il
ing a patent application at all. To arrive ata
go/no-go decision, the inventor should per-
form a thorough search of the prior art—
the issued patents, published applications,
articles, and present or past commercial
products that represent earlier, related
work. With this information in hand, the
inventor can determine whether patent cov-
erage justifies the risk of disclosure. @

KUWAIT PRIZE 2003
Invitation for Nominations
The Kuwait Foundation for the Advancement of Sciences (KFAS)
institutionalized the KUWATT Prize to recognize distingnished accomplishments
in the arts, humanities and sciences. The Prizes are awarded annually in the

following categories:
Al Basic Sciences
B Applied Sciences
C Economics and Social Sciences
D. Arts and Literature .
E Arabic and Islamic Scientific Heritage

The I’rizes'fur 2003 will be awarded inthe followingfields:

1.- Basic Sciences : Electronics.
2.  Applied Sciences : Aquaculture
3. Econcimic and : Education and Labor Markets
Social Sciences in the Arab World
4, Arts and Literature : The Theatrical Movement
' in the Arab World.
4, Arabic and Islamic

: Mathematics in Arab and Islamic Heritage
Scientific Heritage '
Foreground and Conditions of the Prize:
1- Two prizes are‘’awarded in each category:
ﬁn Pé-xze to recognize the-distinguished scieatific research of a Kuwaiti citizen,

‘A Prize to recognize the distinguished scientific research of an Arab citizen,

2- The candidate should not have been awarded a Prize for the submitted work
by any other institution.

3- Nominations for these Prizes are accepted from individuals, academic and
scientific centers, learned societies, past recipients of the Prize, and peers of the
nomiriees, No nominations are accepted from political entities.

4- The scientific research submitted must have been published during the last ten

ears.

5- Each Prize consists of a cash sum of K.D. 30,000/~ (approx. U.5.5100,000/-), a
Gold medal, a KFAS Shield and a Certificate of Recognition.

6 Nominators must clearly indicate the distinguishe work that qualifies their
candidate for consideration,

7- The results of KFAS decision regarding selection of winners are final.

8 The documents submitted for nominations will not be returned regardless of
the outcome of the decision. )

9- Each winner is expected to deliver a lecture concerning the contribution for
which-he was awarded the Prize.

Inquiries concerning the KUWAIT PRIZE and nominations including complete

curriculum vitae and updated lists of %ublications by the candidate with four

copies of each of the published papers should be recefved before 31/10/2003 and
addressed to:

' The Director General
The Kuwait Foundation for the Advancement of Sciences - P.O. Box: 25263, Safat - 13113, Kuwait.

Tel: (+965) 2420780 / Fax: 2403891 / E Mail: prize@kfas.org.kw
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